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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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Art Unit: 2874 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 6, 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent Application Publication 2003/0053756 to Lam et al in view of U.S. Patent Application 
Publication 2003/00441 18 to Zhou et al. 

In regards to claim 1, Lam et al discloses a mode shape transformer (3), also called a spot 
size converter, having an input end and an output end supporting an input fundamental optical 
mode having a first spot size, the output end supporting an output fundamental optical mode 
having a second spot size, the first spot size being smaller than the second spot size, the 
composite waveguide further comprising a first waveguide layer (6) and a second waveguide 
layer (4) with a width that laterally tapers (5) down between the two ends. (Figure 1) But Lam 
et al fails to disclose a means for fabricating a second waveguide layer contiguously on top of the 
first waveguide layer. However, Lam et al further discloses the upper and lower waveguides 
could be separated by a cladding region, but does not have to be separated by a cladding region. 
Additionally, Zhou et al discloses as prior art a mode size conversion with two waveguides, one 
laterally tapered, where the two waveguides are placed contiguously to each other. (Figure 6) 
Since Lam et al and Zhou et al are both fi-om the same field of endeavor, and Lam et al discloses 
the two waveguides does not have to be separated by a cladding layer and Zhou et al shows two 
waveguides placed one on top of another as prior art, it would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to have placed the waveguides on 
top of one another as disclosed by Lam et al and shown by Zhou et al. 

In regards to claim 6, Zhou et al (figure 6) and Lam et al (figure 7) both further discloses 
providing an input fiber. Lam et al then further discloses a first waveguide layer having a width 
at the input end matching that of the fiber spot size and a second waveguide layer having a vyddth 
matching that of the fiber spot size. However, neither Zhou et al nor Lam et al discloses the 
input fiber to have a predetermined spot size. However, in order to manufacture the fiber, a spot 
size must first be determined and therefore would have a predetermined spot size. 

In regards to claim 8, Lam et al discloses a means for depositing a first waveguide layer 
(6, 21) on a substrate (22), a means for fabricating a second waveguide layer (4, 24) where the 
second waveguide layer has a width that is laterally tapered (5). Lam et al further discloses the 
upper and lower waveguide to be fabricated by deposition and then etched. But Lam et al fails to 
disclose a means for fabricating a second waveguide layer contiguously on top of the first 
waveguide layer. However, Lam et al further discloses the upper and lower waveguides could be 
separated by a cladding region, but does not have to be separated by a cladding region. 
Additionally, Zhou et al discloses as prior art a mode size conversion with two waveguides, one 
laterally tapered, where the two waveguides are placed contiguously to each other. (Figure 6) 
Since Lam et al and Zhou et al are both from the same field of endeavor, and Lam et al discloses 
the two waveguides does not have to be separated by a cladding layer and Zhou et al shows two 
waveguides placed one on top of another as prior art, it would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to have placed the waveguides on 
top of one another as disclosed by Lam et al and shown by Zhou et al. 
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In regards to claim 10, Lam et al fiirther discloses depositing layers by chemical vapor 
deposition in order to fabricate the mode shape transformer. 

Allowable Subject Matter 

Claims 2, 7, 9 and 15 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

In regards to claims 2 and 9, the prior art of record fails to disclose or reasonably suggest 
all of the limitations of the base claim, intervening claims and where the first refractive index 
value is the same as the second refractive index value. 

In regards to claims 7 and 15, the prior art of record fails to disclose or reasonably 
suggest all of the limitations of the base claim, intervening claims and the sum of the first 
thickness of the first waveguide layer and the second thickness of the second waveguide layer is 
substantially the same as the input fiber spot size. 

Response to Arguments 

Applicant's arguments filed 26 July 2005 have been fully considered but they are not 
persuasive. Applicant argues the small mode waveguide is the bottom waveguide has a taper, 
which Lam et al does not. However, this argument does not reflect the claim language. In claim 
1, the first waveguide layer is not claimed to include a taper. 

Applicant further argues the taper in the second waveguide points towards the small spot 
waveguide as opposed to Lam et al. However, Applicant states that the mode transformer 
disclosed by Lam et al can work in the reverse direction. By working in the reverse direction, 
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the second waveguide's inputs and outputs would be reversed and therefore the second 
waveguide taper would point towards the small spot waveguide. 

Applicant lastly argues Lam et al does not disclose depositing and a means for 
planarizing as method steps to form an optical mode transformer. However, the Examiner 
disagrees. As discussed in the rejection to claim 8 above, Lam et al does disclose a deposition 
method step and an etching method step in order to form the mode transformer. 

Affidavit 

The Affidavit filed on 26 July 2005 under 37 CFR 1.131 has been considered but is 
ineffective to overcome the Lam et al and Zhou et al reference. 

The evidence submitted is insufficient to establish diligence fi*om a date prior to the date 
of reduction to practice of the Lam et al and Zhou et al reference to either a constructive 
reduction to practice or an actual reduction to practice. It is unclear between 5 September 2000 
and 9 October 2002 (when the application was first filed in the USPTO) whether the invention 
was worked on with diligence. The last entry submitted by Applicant is dated 5 September 2000. 
Further evidence is needed to establish diligence. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Tina M. Wong whose telephone number is (571) 272-2352. The 
examiner can normally be reached on Monday-Friday 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rodney Bovemick can be reached on (571) 272-2344. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





